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DETAILED ACTION 

1 . This non-final office action is in response to the Request for Continued 
Examination and the amendment filed 26 October 2007. 

2. Ciaims 1-25 are pending. Claims 1, 16 21, and 24 are independent claims. 

The rejection of claims 1-8, 10, 15-18, 20-21, and 24-25 under 35 USC 103 over 
Ozer et al. (US 2003/0110171, filed 21 November 2001, hereafter Ozer) has been 
withdrawn based upon the applicant's remarks. 

The rejection of claims 9, 11-1 3, and 22 under 35 USC 1 03 over Ozer and further 
in view of Austin (US 6701315, filed 20 June 2000) has been withdrawn as necessitated 
by the applicant's remarks. 

The rejection of claims 14, 19, and 23 under 35 USC 103 over Ozer and further 
in view of Stefik (US 5715403, filed 23 November 1994) has been withdrawn as 
necessitated by the applicant's remarks. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 21-23 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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The applicant discloses a computer-readable medium having stored thereon a 
data structure associated with an item. This data structure comprises a plurality of data 
fields. However, this data structure fails to fall into a statutory category under 35 USC 
101. A data structure is not a process, as a data structure merely stores the recited 
items. The data structure is similarly not a machine, manufacture, or composition of 
matter. The data structure of claims 21 is non-functional, and is therefore not statutory, 
as it is a mere arrangement of data stored upon a computer readable medium. For 
these reasons claims 21-23 are non-statutory; and therefore rejected under 35 USC 
101. 

The applicant further claims a "computer-readable storage medium (line 1)." 
Storing a data structure on a computer-readable storage medium does not make a data 
structure functional. Further, the applicant's specification discloses that a storage 
medium may include a data signal (paragraph 0017). A data signal is not tangible, and 
therefore fails to meet the requirements under 35 USC 101. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by ' 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. Claims 1-8, 10, 15-18, 20-21, and 21-24 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Ozer et al. (US 2004/0110171, filed 21 November 2001, hereafter 
Ozer) 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 V U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

As per independent claim 1 , Ozer discloses a method for providing archived 
material comprising: 

determining that an accompanying non-requested item of a plurality of items is 
substitutable (paragraph 0022: Here, the current stored ad (non-requested item) is 
deleted and a new ad replaces the stored ad. This requires determining that the current 
stored ad is substitutable) 

selecting a new item according to at least one rule, the at least one rule 
comprising selecting the new item based on a geographical location associated with a 
requestor of the archived material (paragraph 0020 and 0054-0055: Here, rules engine 
determines the ad to substitute based upon a plurality of factors, one of these factors 
being the geographical location of the targeted user) 

generating a second instance of archived material by replacing the at least one 
substitutable item in the first instance with the new item, wherein the replaced 
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substitutable item comprises a portion less than all of the second instance (paragraph 
0022) 

Ozer does not specifically disclose retrieving a first instance of archived material 
comprising a plurality of items, the plurality of items comprising at least one requested 
item and at least one accompanying, non-requested, item. However, Ozer discloses 
retrieving a web page having a banner ad (paragraph 0046). The retrieval of the web 
page requested by a user comprises the requested item. While it is not specifically 
disclosed that the user does not request the banner ad, if only a request for the web 
page is submitted, the banner ad is inherently a non-requested item. 

As per dependent claim 2, Ozer disclose the method further comprising charging 
a fee to a provider of the new item for replacing the at least one substitutable item with 
the new item (paragraph 001 1). 

As per dependent claim 3, Ozer discloses the method further comprising 
rendering the second instance of archive material (paragraph 0023). 

As per dependent claim 4, Ozer discloses wherein the first instance is retrieved 
from a data store resident on a first computing device, and wherein the method further 
comprises transmitting the second instance to a second computing device 
communicatively coupled to the first device (paragraph 0043: Here, a networked first 
device transmits data to a second device). 

As per dependent claim 5, Ozer discloses wherein the substitutable item 
comprises a current advertisement (paragraphs 0020 and 0054-0055). 
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As per dependent claim 6, Ozer discloses wherein the substitutable item has a 
first position on a page and a first size, the new item has a second position on the page 
and a second size and the first size is substantially identical to the second size and the 
first position is substantially identical to the second position (paragraphs 0082-0084). 

As per dependent claim 7, Ozer discloses wherein at least a particular one of the 
plurality of items is described by meta-data (paragraph 0057). 

As per dependent claim 8, Ozer discloses wherein the meta-data comprises 
geometric data which specifies the position of the item on a page (paragraph 0082- 
0084). 

As per dependent claim 10, Ozer discloses wherein the meta-data comprises a 
temporal relevancy data which represents a date beyond which the item is substitutable 
(paragraph 0057: Here, the temporal content specifies when the content is suitable for 
display, and thus when it is substitutable). 

As per dependent claim 15, Ozer discloses wherein determining that at least one 
of the plurality of items is substitutable is based on the at least one item being outdated 
(paragraph 0046: Here, if the requested advertising impressions has been met, the ad is 
outdated, and is substitutable with more current advertising content). 

As per independent claim 16, the applicant discloses the limitations substantially 
similar to those in claim 1. Ozer fails to specifically disclose wherein the requested item 
comprises text and at least one image. However, it was notoriously well known at the 
time of the applicant's invention that a web page including a banner ad may contain text 
and image data. 
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As per dependent claim 17, the applicant discloses the limitations substantially 
similar to those in claim 5. Claim 17 is similarly rejected. 

As per dependent claim 18, the applicant discloses the limitations substantially 
similar to those in claim 15. Claim 18 is similarly rejected. 

As per dependent claim 20, the applicant discloses the limitations substantially 
similar to those in claim 4. Claim 20 is similarly rejected. 

As per independent claim 21, the applicant discloses the data structure used to . 
perform the method of claim 16. Claim 21 is similarly rejected. 

As per independent claim 24, the applicant discloses the limitations substantially 
similar to those in claim 6. Claim 24 is similarly rejected. 

As per dependent claim 25, the applicant discloses the limitations substantially 
similar to those in claim 2. Claim 25 is similarly rejected. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to. be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-8, 10, 15-18, 20-21, and 24-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hamilton (US 7068724, filed 20 October 2000). 

As per independent claim 1 , Hamilton discloses a method for providing material 



comprising: 
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Retrieving a first instance of material comprising a plurality of items, the plurality 
of items comprising at least one requested item and at least one accompanying, non- 
requested item (column 7, line 62- column 8, line 13: Here, the requested program is 
the first item, while an advertisement is an accompanying non-requested item) 

Determining that the at least one accompanying, non-requested item of the 
plurality of items is substitutable (column 7, line 62- column 8, line 13) 

Selecting a new item according to at least one rule, the at least one rule 
comprising selecting the new item based on a geographic location associated with a 
requestor of the material (column 7, line 62- column 8, line 1 3: Here, the original 
advertisement is substituted with a local advertisement based upon the geographic 
location of the requestor of the program) 

Generating a second instance of the material by replacing the at least one 
substitutable item in the first instance with the new item, wherein the replaced 
substitutable item comprises a portion less than all of the second instance (column 7, 
line 62- column 8, line 13) 

Hamilton fails to specifically disclose wherein the material is archived material. 
However, it was notoriously well known in the art at the time of the applicant's invention 
that material may be archived. It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention that applying Hamilton to archived content 
would have allowed advertisement sellers to generate more revenue based upon target 
advertisement (Hamilton: column 7, line 62- column 8, line 13). 



Application/Control Number: 10/091,276 Page 9 

Art Unit: 2178 

As per dependent claims 2, Hamilton further discloses charging a fee to a 
provider of the new item for replacing the at least one substitutable item with the new 
item (column 7, line 62- column 8, line 13). 

As per dependent claim 3, Hamilton further discloses rendering the second 
instance of the material (column 7, line 62- column 8, line 13: Here, the content 
containing the substituted advertisement based upon geographic location is displayed to 
a user). 

As per dependent claim 4, Hamilton fails to specifically disclose wherein the first 
instance is retrieved from a data store resident on a first computing device, and wherein 
the method further comprises transmitting the second instance to a second computing 
device communicatively coupled to the first computing device. However, it was 
notoriously well known in the art at the time of the applicant's invention that access to 
cable content is a client-server relationship. The cable provider acts as a server, 
providing requested data to a client via a cable box. It would have been obvious to one 
of ordinary skill in the art at the time of the applicant's invention to have combined a 
client-server relationship with Hamilton, thereby allowing for users to request content for 
display. 

As per dependent claim 5, Hamilton discloses wherein the substitutable item 
comprises a substitutable advertisement and the new item comprises a current 
advertisement (column 7, line 62- column 8, line 13). 

As per independent claim 16, the applicant discloses the limitations substantially 
similar to those in claim 1. Claim 16 is similarly rejected. 
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As per dependent claim 17, the applicant discloses the limitations substantially 
similar to those in claim 5. Claim 17 is similarly rejected. 

As per dependent claim 20, the applicant discloses the limitations substantially 
similar to those in claim 4. Claim 20 is similarly rejected. 

As per independent claim 21, the applicant discloses the limitations substantially 
similar to those in claim 21 . Claim 21 is similarly rejected. 

9. Claims 6-8, 10, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamilton, and further in view of Dutta (US 2002/0109729, filed 14 
December 2000). 

As per dependent claim 6, Hamilton discloses the limitations similar to those in 
claim 1, and the same rejection is incorporated herein. Hamilton fails to specifically 
disclose wherein the substitutable item has a first position of a page and a first size, the 
new item has a second position on the page and a second size and the first size is 
substantially identical to the second size and the first position is substantially identical to 
the second position. However, Dutta discloses wherein the substitutable item has a first 
position of a page and a first size, the new item has a second position on the page and 
a second size and the first size is substantially identical to the second size and the first 
position is substantially identical to the second position (paragraph 0054). It would have 
been obvious to one of ordinary skill in the art at the time of the applicant's invention to 
have combined Dutta with Hamilton, since it would have allowed for the content data to 
be displayed without modifying the data for display. 
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As per dependent claim 7, Hamilton discloses the limitations similar to those in 
claim 1, and the same rejection is incorporated herein. Hamilton fails to specifically 
disclose meta-data. However, Dutta discloses use of meta-data (paragraph 0054: Here, 
information about the advertisement and data, such as the size of the advertisement 
space, are known). It would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to have combined Dutta with Hamilton, since it would 
have allowed for similar size content to be inserted into a similar size space. 

As per dependent claim 8, Hamilton and Dutta disclose the limitations similar to 
those in claim 7, and the same rejection is incorporated herein. Dutta discloses wherein 
the meta-data comprises geometric data which specifies the position of the item on a 
page (paragraph 0054). It would have been obvious to one of ordinary skill in the art at 
the time of the applicant's invention to have combined Dutta with Hamilton, since it 
would have allowed a user place substitute advertisement data into the same position 
as the original data. 

As per dependent claim 10, Hamilton and Dutta disclose the limitations similar to 
those in claim 7, and the same rejection is incorporated herein. Dutta discloses wherein 
the meta-data comprises temporal relevance data which represents a data beyond 
which the item is substitutable (paragraph 0054). It would have been obvious to one of 
ordinary skill in the art at the time of the applicant's invention to have combined Dutta 
and Hamilton, since it would have allowed for expired advertisements to be replaced 
with current advertisements. 
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As per dependent claim 15, Hamilton discloses the limitations similar to those in 
claim 1 , and the same rejection is incorporated herein. Hamilton fails to specifically 
disclose determining suitability based upon the date of the item. However, Dutta 
discloses determining suitability based upon the date of the item (paragraph 0054). It 
would have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention to have combined Dutta and Hamilton, since it would have allowed for expired 
advertisements to be replaced with current advertisements. 

As per dependent claim 18, the applicant discloses the limitations similar to those 
in claim 15. Claim 18 is similarly rejected. 

As per independent claim 24, the applicant discloses the limitations substantially 
similar to those in claim 6. Claim 24 is similarly rejected. 

As per dependent claim 25, the applicant discloses the limitations substantially 
similar to those in claim 2. Claim 25 is similarly rejected. 

10. Claims 9, 11-13, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamilton, and further in view of Austin (US 6701315, filed 20 June 
2000). 

In regard to dependent claim 9, Austin discloses wherein the meta-data 
comprises category data that specifies that the particular one of the items is either text, 
collateral content, or an image (Austin Col 6 Lines 1-5). It would have been obvious to 
one of ordinary skill in the art at the time of the applicant's invention to have combined 
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Austin with Hamilton, thereby providing a user the benefit of displaying geographically 
targeted banner ads in a multimedia web page. 

In regard to dependent claim 1 1 , Austin discloses wherein the meta-data 
comprises a link to information related to the item (Austin Col 6 Lines 3-10). It would 
have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention to have combined Austin with Hamilton, thereby providing a user the benefit of 
displaying geographically targeted banner ads in a multimedia web page. 

In regard to dependent claim 12, Austin discloses wherein the related information 
comprises at least one of: a document, a text item, an image item, a collateral content 
item, and a coupon (Austin Col 9 Lines 54-60) (Austin Col 6 Lines 1-5). It would have 
been obvious to one of ordinary skill in the art at the time of the applicant's invention to 
have combined Austin with Hamilton, thereby providing a user the benefit of displaying 
geographically targeted banner ads in a multimedia web page. 

In regard to dependent claim 13, Austin discloses wherein the meta-data 
comprises business information (Austin Col 6 Lines 3-10). It would have been obvious 
to one of ordinary skill in the art at the time of the applicant's invention to have 
combined Austin with Hamilton, thereby providing a user the benefit of tracking 
advertiser data for billing purposes. 

As per dependent claim 22, the applicant discloses the limitations similar to those 
in claim 1 1 . Claim 22 is similarly rejected. 
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11. Claims 14, 19, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamilton, and further in view of Stefik (US 5715403, filed 23 
November 1994). 

In regard to dependent claim 14, Hamilton does not specifically disclose wherein 
the business information comprises at least one of item provider, item owner, item 
sponsor, and cost. However Stefik discloses a cost (Stefik Col 24 Lines 42-55). It would 
have been obvious to one of ordinary skill in the art to apply Stefik to Hamilton providing 
the benefit of having a cost so the user can know a price before accessing information. 

In regard to dependent claim 19, Hamilton does not specifically disclose wherein 
the second advertisement is determined to be current by comparing a date on which a 
request is received with an expiration date associated with the second advertisement, 
wherein said system date predates said expiration date. However Stefik discloses of an 
expiration date (Stefik Col 22 Lines 1-9). It would have been obvious to one of ordinary 
skill in the art to apply Stefik to Hamilton providing the benefit of having an expiration 
date so the user can know which advertisements are current. 

In regard to dependent claim 23, Hamilton does not specifically disclose a fifth 
data field comprising business information, wherein the business information comprises 
at least one of a provider of the item, an owner of the item, a sponsor of the item, and a 
cost associated with the item. However Stefik discloses a cost (Stefik Col 24 Lines 42- 
55). It would have been obvious to one of ordinary skill in the art to apply Stefik to 
Hamilton providing the benefit of having a cost so the user can know a price before 
accessing information. 
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Response to Arguments 

12. Applicant's arguments with respect to claims 1-25 have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle R. Stork whose telephone number is (571) 272- 
4130. The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Kyle R Stork 

Patent Examiner c-fFPHEN HONG 

Art Unit 21 78 SUPERVISORY PATENT EXAMINER 



